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IN

THE

UNITED

STATES

PATENTANDTRADEMARKOFFICE

TRADEMARK

TRIAL

AND

APPEAL

BOARD

The

Rock

Creek

Group,

LP,

Opposer,

)
)
)
)
)
)
)
)
)

Opposition

No.:

91205699

Serial

No.

85/433,339
v.

Rock

Creek

Global

Advisors

LLC,

Applicant

APPLICANT'S

ANSWER

TO

NOTICE

OFOPPOSITION

Rock

Creek

Global

Advisors

LLC("Applicant"),aDelawarelimitedliabilitycompanyhavinga

principal

place

of

business

at1401IStreet,NW,Suite1120,Washington,D.C.20005,theownerofU.S.

Application

Serial

No.

85/433339 ("Applicant's

Mark"),

for

its

AnswertotheNoticeofOppositionfiled

by

the

Rock

Creek

Group,LP("Opposer"),statesasfollows:

1. Opposer's

Allegation:

Applicant

seeks

registration

on

thePrincipalRegisterofthe

trademark

"ROCK

CREEK

GLOBAL

ADVISORSLLC

& Design"

for

use

in

connectionwithbusiness

consulting

services,

namely,

consulting

forpersons,businessesandgovernmentsinthefieldsofnational

and

international

economic

and

regulatorypolicy,cross-bordertransactions,andstrategicbusiness

alliances,

all

for

support

ofglobalbusinessoperations,asevidencedbythepublicationofsaidtrademark

in

the

May

22,2012

issueoftheOfficialGazette.

Applicant's

Response:

Applicant

admits

the

allegations

inParagraph1.

2. Opposer's

Allegation:

Rock

Creek

Group

is

now,andhasbeenforsometime,engaged

in

financial

management,

asset

management,investmentandlocalandglobaladvisoryservicestolarge

national

and

international

institutional

investors,includingsovereignwealthfunds,stateandlocalpension

plans,

corporations,

foundations

and

endowments.RockCreekGrouphasbuiltasuccessful,Washington

D.C.-based

asset

management

and

advisorybusiness.RockCreekGroup'sclientbaseiscomprised

exclusively

of

major

institutions

spanningthepublic,privateandnonprofitsectorsinNorthAmerica,
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Asia

and

Europe.

All

oftheseclientsareaffectedbyglobalfinancialandeconomicdevelopmentsandby

the

policy

decisions

taken

inWashington,D.C.inthefederalgovernmentandinmajorinternational

financial

institutions

such

as

theWorldBankandtheIMF.TheseclientsengageRockCreekGroup's

services

in

substantial

part

becauseitspersonnelhaveextensiveexperienceinthesemattersandcan

provide

policy

and

strategy

adviceinadditiontotheservicesofanSEC-registeredinvestmentadviser.

Rock

Creek

Group

provides

clientswithstrategicadviceonabroadarrayofeconomicandpolicyissues

alongside

its

suite

of

assetmanagementservices.Asaresult,thereissubstantialoverlapinthepoolof

existing

and

potential

clients

withthatoftheApplicant

Applicant's

Response:

Applicant

is

withoutknowledgeorinformationsufficienttoforma

belief

as

to

the

truthoftheallegationsofParagraph2.

3.

Opposer's

Allegation:

To

provideitsglobalfinancialmanagement,assetmanagement

and

advisory

services,

Rock

CreekGroupisaregisteredSECadvisorandutilizesmanyformerWorld

Bank

senior

officers

and

directorstoprovideitsservicestoitsclients.

Applicant's

Response:

Applicant

is

withoutknowledgeorinformationsufficienttoforma

belief

as

to

the

truthoftheallegationsofParagraph3.

4.

Opposer's

Allegation:

Rock

CreekGroupadoptedthemark"THEROCKCREEK

GROUP"

in

connection

with

theservicessetforthinParagraph2sinceatleastasearlyasJanuary2003,

and

has

been

using

themarkinconnectionwiththoseserviceseversince.Suchusehasbeenvalidand

continuous

since

the

date

offirstuseandhasnotbeenabandoned.

Applicant's

Response:

Applicant

is

withoutknowledgeorinformationsufficienttoforma

belief

as

to

the

truthoftheallegationsofParagraph4.

5.

Opposer's

Allegation:

Rock

CreekGroupistheownerofpendingUnitedStates

trademark

application

Serial

No.

85/595470forthemark"THEROCKCREEKGROUP"forusein

connection

with

financial

services,

namely,financialmanagementservices,investmentmanagement

services,

investment

advisory

services,

assetportfoliomanagementservices,securitiestradingservices,

creating

portfolios

of

emerging

fundmanagersforinvestors,developingcustomizedportfoliosolutions,
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providing

dynamic

asset

allocation

services,providingriskbudgeting,riskaggregationandrisk

management

services,

conducting

fund,

managerinvestmentandoperationalduediligence,transition

management

services

for

investors

restructuringportfoliosandprovidingtemporaryuseofnon-

downloadable

computer

programs,

databases

andanalyticaltoolsforuseininvestmentandasset

management,

asset

and

risk

allocation,fundandmanagerduediligence,portfolioconstruction,risk

measurement,

operations

and

investor

communications,baseduponuseofthemarksinceatleastasearly

as

January

2003.

Applicant's

Response:

Applicant

admits

thatRockCreekGroupisthenamedApplicantin

pending

United

States

trademark

applicationSerialNo.85/595470forthemark"THEROCKCREEK

GROUP."

Applicant

is

without

knowledgeorinformationsufficienttoformabeliefastothetruthofthe

remaining

allegations

of

Paragraph

5.

6.

Opposer's

Allegation:

Rock

CreekGroup'smark"THEROCKCREEKGROUP"is

symbolic

of

the

extensive

goodwillandrecognitionbuiltupbyRockCreekGroupthroughcontinuoususe

of

said

mark

over

asubstantialperiodoftime.

Applicant's

Response:

Applicant

is

withoutknowledgeorinformationsufficienttoforma

belief

as

to

the

truthoftheallegationsofParagraph6.

7.

Opposer's

Allegation:

Rock

CreekGrouphasexpendedconsiderableeffortandexpense

in

promoting

its

mark

"THEROCKCREEKGROUP"andtheservicesprovidedundersuchmark,with

the

result

that

the

relevantpublichascometoknow,relyuponandrecognizetheservicesofRockCreek

Group

by

such

mark.

RockCreekGrouphasexceedinglyvaluablegoodwillestablishedinitsmark.

Applicant's

Response:

Applicant

is

withoutknowledgeorinformationsufficienttoforma

belief

as

to

the

truthoftheallegationsofParagraph7.

8.

Opposer's

Allegation:

Application

SerialNo.85/433339forregistrationofthemark

"ROCK

CREEK

GLOBAL

ADVISORS

LLC

& Design"

was

filed

on

September27,2011basedupon

Applicant's

bona

fide

intent

tousesaidmark.Subsequently,ApplicantfiledanAmendmenttoAllegeUse

of

its

mark,

claiming

afirstusedateofNovember1,2011.Thus,RockCreekGroupactuallybeganusing
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its

"THE

ROCK

CREEK

GROUP"markmorethan8yearspriortothefilingdateofApplicant's

application

and

the

date

Applicantbegantouseitsmark.

Applicant's

Response:

Applicant

admits

thatApplicationSerialNo.85/433339forregistration

of

"ROCK

CREEK

GLOBAL

ADVISORSLLC&Design"wasfiledonSeptember27,2011basedupon

a

bona

fide

intent

to usethemark.ApplicantadmitsthatApplicantfiledanAmendmenttoAllegeUseof

its

mark,

claiming

a

firstusedateofNovember1,2011.Applicantiswithoutknowledgeorinformation

sufficient

to

form

a

beliefastothetruthoftheremainingallegationsofParagraph8.

9.

Opposer's

Allegation:

Rock

CreekGroup'smark"THEROCKCREEKGROUP"and

Applicant's

mark

"ROCK

CREEK

GLOBALADVISORSLLC&Design"arevirtuallyidentical,given

that

the

Applicant

has

enteredadisclaimeroftheterm"GLOBALADVISORSLLC."Thedominant

terms

in

each

mark

are"ROCKCREEK."

Applicant's

Response:

Applicant

admits

thatApplicantenteredadisclaimeroftheterm

"GLOBAL

ADVISORS

LLC."

Applicant

deniestheremainingallegationsofParagraph9.

1O. Opposer's

Allegation:

The

services

whichareidentifiedinRockCreekGroup's

application

for

its

mark

"THEROCKCREEKGROUP"arecloselyrelatedtotheservicesidentifiedin

the

Applicant's

application

to

register"ROCKCREEKGLOBALADVISORSLLC&Design,"andon

information

and

belief,

will

bemarketedthroughthesameorsimilarchannelsoftradeortothesameor

similar

class

of

consumers.

ThedisclaimedportionofApplicant'smark("GLOBALADVISORS")

describes

components

of

the

servicesprovidedbytheRockCreekGroupunderitsmark"THEROCK

CREEK

GROUP,"

as

the

RockCreekGroupprovidesglobaladvicetoitsclients.

Applicant's

Response:

Applicant

denies

theallegationsofParagraph10.

11.

Opposer's

Allegation:

The

RockCreekGroupadvisoryboardiscomprised,among

others,

of

academics,

former

BankofEnglandofficialsandaPulitzerPrizewinningfinancialhistorian.

Such

individuals

are

not

assetmanagers,butratherareglobalinternationalfinanceexpertswhoregularly

deal

with

sophisticated

institutions

andhavedeliveredforRockCreekGroupclientsservicessubstantially
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similar

to

the

services

listedintheApplicant'sapplication.Suchindividualsarethetypeofpeoplewith

which

Applicant

would

want

tobeaffiliated.

Applicant's

Response:

Applicant

is

without

knowledge

orinformationsufficienttoforma

belief

as

to

the

truthofthefirsttwosentencesofParagraph11.Applicantdeniestheallegationsofthe

third

sentence

of

Paragraph

11.

12. Opposer's

Allegation:

By

reason

of

Rock

CreekGroup'sextensiveuseofthe"THE

ROCK

CREEK

GROUP"

mark,

thepublichasbelievedandwillbelievethattheApplicant'suseofits

mark

"ROCK

CREEK

GLOBAL

ADVISORSLLC

& Design"

is

sponsored

or

approvedbyRockCreek

Group

and

that

the

qualityoftheservicesbearingtheApplicant'smarkhasbeenapprovedand/or

maintained

by

Rock

Creek

Group.

Applicant's

Response:

Applicant

denies

the

allegations

ofParagraph12.

13. Opposer's

Allegation:

On

information

and

belief,

ApplicantisnotSEC-registerednor

otherwise

subjected

to

financial-sector

regulatoryoversight.Thepublichascometoexpectthatservices

offered

under

Rock

Creek

Group'smark"THEROCKCREEKGROUP"areprovidedwithinan

institutional

framework

registered

with,

andoverseenby,theSECandotherfinancial-sectorregulators.

Rock

Creek

Group

has

sufferedharmandwillcontinuetosufferharmifthepublicisconfusedthat

Applicant's

services

offered

under

itsmark"ROCKCREEKGLOBALADVISORSLLC

& Design"

emanate

from

Rock

Creek

Groupandareprovidedbyinternationalfinancialexpertswhoarenotunder

the

purview

of

a

regulatorybodyliketheSEC.

Applicant's

Response:

Applicant

admits

it

is

notSEC-registerednorotherwisesubjectedto

financial-sector

regulatory

oversight.

Applicant

iswithoutknowledgeorinformationsufficienttoforma

belief

as

to

the

truthofthesecondsentenceofParagraph13.Applicantdeniestheallegationsofthethird

sentence

of

Paragraph

13.

14. Opposer's

Allegation:

In

view

of

these

similarities,Applicant'suseofthemark"ROCK

CREEK

GLOBAL

ADVISORS

LLC

&Design"hascausedconfusionandislikelytocontinuetocause
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confusion,

mistake,

or

deception

withrespecttoRockCreekGroup'smark"THEROCKCREEK

GROUP"

and

to

damage

thegoodwillrepresentedandsymbolizedbythemark.

Applicant's

Response:

Applicant

denies

theallegationsofParagraph14.

15.

Opposer's

Allegation:

Based

ontheforegoing,Applicant'sregistrationofthemark

"ROCK

CREEK

GLOBAL

ADVISORS

LLC&Design"onthePrincipalRegisteroftheUnitedStates

Patent

and

Trademark

Office

hascausedandwillclearlycauseinjuryanddamagetoRockCreekGroup.

Applicant's

Response:

Applicant

denies

theallegationsofParagraph15.

PRAYER

FOR

RELIEF

-

APPLICANT'SRESPONSE

17.

Responding

to

Opposer's

PrayerforRelief,ApplicantdeniesthatOpposerisentitledto

any

of

the

relief

requested.

SEPARATE

DEFENSES

18.

Applicant

states

that

OpposerwillnotbedamagedbytheregistrationofApplicant's

Mark.

19.

Applicant

states

that

Applicant'smarkisdistinctivelydifferentinsight,soundmeaning,

connotation

and

commercial

impression

fromOpposer'sMark.

20.

Applicant

states

that

Applicant'smarkisusedindifferentchannelsoftradefrom

channels

of

trade

in

whichOpposer'sMarkisused.

21.

Applicant

states

that

theservicesprovidedunderApplicant'sMarkaredifferentfromthe

services

provided

under

Opposer's

Marksuchthattherelevanttradeandpublicarenot,andwillnot,

likely

confuse,

nor

mistake,

thesourceororiginoftheservicesprovidedunderApplicant'sMarkandthe

services

provided

under

Opposer's

Mark.

22.

Applicant

states

that

Opposer'sMarkhasnotbecomeinherentlydistinctiveofOpposer's

services,

nor

has

Opposer's

MarkacquireddistinctivenessinconnectionwithOpposer'sservices.

23.

Applicant

states

that

Opposer'smarkisweakasitrelatestoOpposer'sservicesprovided

under

Opposer's

Mark.
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Applicant

prays

that

the

BoarddenyOpposer'srequestthatitsOppositionbesustained

and

deny

Opposer's

request

thatApplicant'sApplicationberefused.

Date:

July

30,

2012

ATTORNEYS

FOR

APPLICANT

ROC

EK.

GLOBAL

~LC

_

A.

{/~

Richard

J.

O'Brien

SIDLEY

AUSTIN

LLP

One

South

Dearborn

Street

Chicago,

Illinois

60603

Phone:

(312)

853-7283

Fax:

(312)

853-7036

Email: robrien@sidley.com

Julia

M.

Chester

SIDLEY

AUSTIN

LLP

717

N.

Harwood,

Suite

3400

Dallas,

Texas

75201

Phone:

(214)

981-3308

Fax:

(214)

981-3400

Email: jchester@sidley.com

CERTIFICATE

OF

SERVICE

I

hereby

certify

that

atrueandcompletecopyoftheforegoingApplicant'sAnswertoNoticeof

Opposition

has

been

served

onMichaelJ.Bevilacqua,Esq.bydeliveringsaidcopyviaemailto:Michael

J.

Bevilacqua,

Wilmer

Cutler

PickeringHaleandDorrLLP,60StateStreet,Boston,Massachusetts02109

on

this

30

th

day

of

July,

2012.

DAI

640224v.l
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